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ACT

To provide for the registration of trade marks, certification trade marks and
collective trade marks; and to provide for incidental matters.

(Afrikaans text signed by the State President.)
(Assented to 22 December 1993.)

i E IT ENACTED by the State President and the Parliament of the Republic ‘
. of South Africa, as follows:—

PARTI

Introduction

Division of Act into parts 5

1. This Act is divided into 18 parts, which relate to the following matters

respectively:

PART Introduction (sections 1 to 4)

PART 11 Administration (sections 5 to 8) -

PART III Registrable Trade Marks (sections 9 to 15) 10
PART IV Application for Registration (sections 16 to 20)

PART V Opposition (section 21)

PART VI Register of Trade Marks (sections 22 to 28)
PART VII Registration and its Effects (sections 29 to 32)

g PART VIII Infringement (sections 33 to 36) 15
v PART IX Duration and Renewal of Registration (section 37)
PART X Permitted Use and Registered Users (section 38)
PART XI Assignment and Hypothecation (sections 39 to 41)
PART XII Certification Trade Marks and Collective Trade Marks (sections
42 and 43) 20

- PART XIII Powers and Duties of Registrar (sections 44 to 48)
PART X1V Evidence (sections 49 to 52)
PART XV Appeals to and Powers of Court (sections 53 to 59)
PART XVI Offences (sections 60 to 62)
PART XVII  International Arrangements (section 63) 25
PART XVIII Miscellaneous (sections 64 to 72).

Definitions

i 2. (1) In this Act, unless the context otherwise indicates—

| (i) ‘“‘agent” means any person whose name has been entered in the

| register referred to in section 8(2), or a patent agent or an attorney; 30

(i)

H: (if) ‘“‘assignment” means assignment by act of the parties concerned,

; and “‘assign” or “assignable’ has a corresponding meaning; (xxi)

(1i1) “certification trade mark’ means a mark registered or deemed to
- have been registered under section 42; (xxiv) 35

(iv) “‘collective trade mark” means a mark registered under section 43;

: i (XX]I)

' (v) “‘convention country”’ means any country or group of countries in
respect of which there is in force a proclamation under section 63

I declaring such country or group of countries to be a convention 40

country or convention countries for the purposes of this Act; (xii)
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vi)

(vii)
(viii)

(ix)

(x)

(xi)
(xii)

(xiii)
(xiv)
(xv)
(xvi)
(xvii)
(xviii)

(xix)

(xx)
(xxi)

(xxii)
(xxiii)

TRADE MARKS ACT, 1993

““court” means the Transvaal Provincial Division of the Supreme
Court of South Africa, but in relation to any claim or counterclaim
for removal, amendment or variation of, or other relief affecting
any entry in, the register arising from or forming-part of proceedings
instituted in any other division of the said Supreme Court having
jurisdiction in relation to the proceedings, includes that division in
respect of such claim or counterclaim; (xi) -

“deed of security’’ means a written instrument signed by the
proprietor of a registered trade mark hypothecating the registered
trade mark; (ii)

‘“device” means any visual representation or illustration capable of
being reproduced upon a surface, whether by printing, embossing
or by any other means; (iv)

“limitation” means any limitation of the exclusive right to the use of
a trade mark given by the registration thereof, including a limitation
of that right as to the mode of use, as to use in relation to goods to
be sold, or otherwise traded in, or as to services to be performed, in
any place within the Republic, or as to use in relation to goods to be
exported from the Republic; (iii)

“mark” means any sign capable of being represented graphically,
including a device, name, signature, word, letter, numeral, shape,
configuration, pattern, ornamentation, colour or container for
goods or any combination of the aforementioned; (xiv)
“Minister” means the Minister of Trade and Industry; (xv)

“Paris Convention” means the Paris Convention on the Protection
of Industrial Property of 20 March 1883 as revised or amended from
time to time and as acceded to by the Republic; (xiii)

“patent agent” means a patent agent registered or deemed to be
registered as such under the Patents Act, 1978 (Act No. 57 of 1978);
(xvii)

“prescribed” means prescribed by regulation; (xxiit)

“register’” means the register of trade marks kept at the trade marks
office in terms of section 22; (xviii)

“registered trade mark” means a trade mark registered or deemed
to be registered under this Act; (vii)

“registered user” means a person who is for the time being
registered as such under section 38; (vi)

“registrar” means the registrar of trade marks appointed or deemed
to have been appointed under section 6; (xix)

“regulation” means any regulation made under this Act; (xx)
“repealed Act” means the Trade Marks Act, 1963 (Act No. 62 of
1963); (ix)

“services” includes the offering for sale or the sale of goods in the
retail or wholesale trade; (v)

“this Act” includes the regulations; (x)

“trade mark”, other than a certification trade mark or a collective
trade mark, means a mark used or proposed to be used by a person
in relation to goods or services for the purpose of distinguishing the

goods or services in relation to which the mark is used or proposed

!
1 E (xxiv)
§
|
1

to—

to be used from the same kind of goods or services connected in the
course of trade with any other person; (viii)

“transmission” means transfer by operation of law, not being
assignment, and “transmit” and “transmissible” have correspond-
ing meanings. (xvi})

(2) References in this Act to the use of a mark shall be construed as references

(a) the use of a visual representation of the mark;
(b) in the case of a container, the use of such container; and
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(¢) in the case of a mark which is capable of being audibly reproduced, the
use of an audible reproduction of the mark.

(3) (a) References in this Act to the use of a mark in relation to goods shall be
construed as references to the use thereof upon, or in physical or other relation to,
such goods.

(b) References in this Act to the use of a mark in relation to services shall be
construed as references to the use thereof in any relation to the performance of
such services.

(4) The use or proposed use of a registered trade mark shall include the use or
proposed use of the trade mark in accordance with the provisions of section 38,
whether for the purposes of this Act or at common law.

Application of Act to trade marks registered under repealed Act

3. (1) Subject to the provisions of section 70, this Act shall apply to all trade
marks registered or deemed to be registered under the repealed Act, whether in
Part A or Part B of the register kept under that Act.

(2) All applications and proceedings commenced under the repealed Act shall
be dealt with in accordance with the provisions of that Act as if it had not been
repealed.

Act binds State

4. This Act shall bind the State.

PART I

Administration
Continuation of trade marks office

5. The trade marks office established by section 5 of the repealed Act shall
continue to exist.

Registrar of trade marks

6. (1) There shall be an officer for the Republic styled the registrar of trade
marks, who shall be appointed subject to the laws governing the public service and
who shall, subject to the directions of the Minister, have the chief control of the
trade marks office.

(2) There may similarly be appointed one or more deputy registrars of trade
marks and one or more assistant registrars, who shall, subject to the control of the
registrar, have all the powers conferred by this Act on the registrar, and the senior
of whom shall, whenever the registrar is for any reason unable to fulfil his duties,
act temporarily in his stead.

(3) The Minister may appoint, whenever he may deem it necessary, a judge as
defined in section 1(1) of the Judges’ Remuneration and Conditions of
Employment Act, 1989 (Act No. 88 of 1989), or a judge who has been discharged
from active service in terms of section 3 of the said Act, or an advocate or an
attorney of the Supreme Court of South Africa, to exercise any power or to
perform any duty conferred or imposed upon the registrar in terms of this Act, and
for the purposes of this Act the exercise of such power or the performance of such
duty shall be deemed to have been done by the registrar.

(4) The registrar of trade marks and a deputy or an assistant registrar of trade
marks appointed under section 6 of the repealed Act shall be deemed to have been
appointed under this section.

Seal of trade marks office

7. There shall be a sea] of the trade marks office, and the impression of the seal
shall be judicially noticed.
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Unauthorized persons not to act in trade mark matters

8. (1) The registrar shall permit an agent to perform on behalf of the person for
whom he is agent, any act in connection with registration under this Act or any
proceedings relating thereto, and shall not permit a person other than an agent so
to act.

(2) There shall be kept at the trade marks office a register in which shall be
entered the full names and addresses of all persons whose names and addresses
were entered in the register referred to in section 8(2) of the repealed Act.

PART III

Registrable trade marks
Registrable trade marks

9. (1) In order to be registrable, a trade mark shall be capable of distinguishing
the goods or services of a person in respect of which it is registered or proposed
to be registered from the goods or services of another person either generally or,
where the trade mark is registered or proposed to be registered subject to
limitations, in relation to use within those hmitations.

(2) A mark shall be considered to be capable of distinguishing within the
meaning of subsection (1) if, at the date of application for registration, it is
inherently capable of so distinguishing or it is capable of distinguishing by reason
of prior use thereof.

Unregistrable trade marks

10. The following marks shall not be registered as trade marks or, if registered,
shall, subject to the provisions of sections 3 and 70, be liable to be removed from
the register:

(1) A mark which does not constitute a trade mark;

(2) amark which—

(a) is not capable of distinguishing within the meaning of section 9; or

(b) consists exclusively of a sign or an indication which may serve, in
trade, to designate the kind, quality, quantity, intended purpose,
value, geographical origin or other characteristics of the goods or
services, or the mode or time of production of the goods or of
rendering of the services; or

(c) consists exclusively of a sign or an indication which has become
customary in the current language or in the bona fide and
established practices of the trade;

(3) amarkinrelation to which the applicant for registration has no bona fide
claim to proprietorship;

(4) amark inrelation to which the applicant for registration has no bona fide
intention of using it as a trade mark, either himself or through any person
permitted or to be permitted by him to use the mark as contemplated by
section 38;

(5) amark which consists exclusively of the shape, configuration or colour
of goods where such shape, configuration or colour is necessary to obtain
a specific technical result, or results from the nature of the goods
themselves;

(6) subject to the provisions of section 36(2), a mark which, on the date of
application for registration thereof, or, where appropriate, of the
priority claimed in respect of the application for registration thereof,
constitutes, or the essential part of which constitutes, a reproduction,
imitation or translation of a trade mark which is entitled to protection
under the Paris Convention as a well-known trade mark within the
meaning of section 35(1) of this Act and which is used for goods or
services identical or similar to the goods or services in question;

(7) amark the application for registration of which was made mala fide,

10

15

20

25

30

35

40

45

50

i
|
i
i

?‘Ener Media Pty Ltd +27 11 622 3744 polity @creamermedia.co.za www.polity.org.za POI o



Po W S -

10 No. 15400 GOVERNMENT GAZETTE, 5 JANUARY 1994 f

Act No. 194, 1993 TRADE MARKS ACT, 1993

(8) a mark which contains the coat of arms, seal or national flag of the
Republic or, save with the authorization of the competent authority of i
the convention country concerned, of any convention country; ?

(9) a mark which contains any word, letter or device indicating State
patronage; 5 ‘

(10) a mark which contains any mark specified in the regulations as being for g
the purposes of this section a prohibited mark;

(11) a mark which consists of a container for goods or the shape,
configuration, colour or pattern of goods, where the registration of such
mark is or has become likely to limit the development of any art or 10
industry;

(12) amark which is inherently deceptive or the use of which would be likely
to deceive or cause confusion, be contrary to law, be contra bonos mores, ‘
or be likely to give offence to any class of persons; !

(13) amark which, as a result of the manner in which it has been used, would 15 t
be likely to cause deception or confusion; "

(14) subject to the provisions of section 14, a mark which is identical to a
registered trade mark belonging to a different proprietor or so similar
thereto that the use thereof in relation to goods or services in respect of
which it is sought to be registered and which are the same as or similar 20
to the goods or services in respect of which such trade mark is registered,
would be likely to deceive or cause confusion, unless the proprietor of
such trade mark consents to the registration of such mark;

(15) subject to the provisions of section 14 and paragraph (16), a mark which
is identical to a mark which is the subject of an earlier application by a 25
different person, or so similar thereto that the use thereof in relation to
goods or services in respect of which it is sought to be registered and
which are the same as or similar to the goods or services in respect of
which the mark in respect of which the earlier application is made, would
be likely to deceive or cause confusion, unless the person makmg the 30
earlier application consents to the registration of such mark;

{16) a mark which is the subject of an earlier application as contemplated in
paragraph (15), if the registration of that mark is contrary to existing
rights of the person making the later application for registration as
contemplated in that paragraph; 35

(17) a mark which is identical or similar to a trade mark which is already
registered and which is well-known in the Republic, if the use of the mark
sought to be registered would be likely to take unfair advantage of, or be
detrimental to, the distinctive character or the repute of the registered
trade mark, notwithstanding the absence of deception or confusion: 40

Provided that a mark shall not be refused registration by virtue of the provisions

of paragraph (2) or, if registered, shall not be liable to be removed from the
register by virtue of the said provisions if at the date of the application for
registration or at the date of an application for removal from the register, as the
case may be, it has in fact become capable of distinguishing within the meaning of 45
section 9 as a result of use made of the mark.

Registration to be in respect of particular goods or services

11. (1) A trade mark shall be registered in respect of goods or services falling in
a particular class or particular classes in accordance with the prescribed
classification: Provided that the rights arising from the registration of a trade mark 50
shall be determiined in accordance with the prescribed classification applicable at
the date of registration thereof.
" (2) Where a trade mark has, either before or after the commencement of this
Act, been registered as contemplated in subsection (1) and, during the subsistence
of that registration, the prescribed classification in accordance with which the 55
trade mark was registered as aforesaid is revised or is replaced by a new

classification, the proprietor of the trade mark shall, when applying for the
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renewal of the registration thereof in terms of section 37, at the same time apply
in the prescribed manner for revision, in accordance with the revised or new
classification, of the class or classes in which the trade mark is registered.

(3) If the revised or new classification referred to in subsection (2) results in two
or more identical trade marks owned by the same proprietor which were under the
previous registration registered in separate classes, falling within a single class,
such marks shall, if they have the same registration date, be consolidated as one
registration in the revised or new class, or if as a result of the revised or new
classification a trade mark is required to be recorded in more than one class, such
mark shall be deemed to be separately registered in each such class and shall be
treated as a separate trade mark for the purposes of renewal thereof in each class.

Name or representation of person

12. Where application is made for registration of a trade mark which consists of
or includes the name or representation of a person, the registrar may require the
applicant to furnish him with the consent of that person or, where such person is
deceased, of his legal representative, to the name or representation appearing in
the trade mark.

Registration in case of use of mark only in respect of certain goods and services
included in specification

13. Where, in the opinion of the registrar, a trade mark will, in use, be likely to
deceive or confuse in relation to some of, but not all, the goods or services
included in the specification, the registrar may, notwithstanding the provisions of
section 27, upon receipt of an undertaking by the proprietor of the trade mark that
he will limit the use of the trade mark to goods or services in relation to which such
use will, in the opinion of the registrar, not be likely to deceive or confuse, register
the trade mark in respect of all the goods or services included in the specification.

Honest concurrent use

14. (1) In the case of honest concurrent use or of other special circumstances
which may make it proper to do‘so, the registrar may, on application in the
prescribed manner, register, subject to such conditions and limitations, if any, as
he may think fit to impose, a trade mark the registration of which would otherwise
offend against the provisions of paragraph (6), (14), (15) or (17) of section 10.

(2) In the case of a trade mark which is sought to be removed from the register
on the ground that it offends against the provisions of paragraph (6), (14), (15) or
(17) of section 10, the court or the registrar, as the case may be, may, in the case
of honest concurrent use or of other special circumstances which make it proper
to do so, refuse to remove the trade mark from the register.

Registration subject to disclaimer

15. If a trade mark contains matter which is not capable of distinguishing within
the meaning of section 9, the registrar or the court, in deciding whether the trade
mark shall be entered in or shall remain on the register, may require, as a
condition of its being entered in or remaining on the register— '

(a) that the proprietor shall disclaim any right to the exclusive use of all or
any portion of any such matter to the exclusive use of which the registrar
or the court holds him not to be entitled; or

(b) that the proprietor shall make such other disclaimer or memorandum as
the registrar or the court may consider necessary for the purpose of
defining his rights under the registration:

Provided that no disclaimer or memorandum on the register shall affect any rights
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of the proprietor of a trade mark except such as arise out of the registration of the
trade mark in respect of which the disclaimer is made.

PART IV
Application for registration
Application for registration

16. (1) An application for registration of a trade mark shall be made to the
registrar in the prescribed manner.

(2) Subject to the provisions of this Act, the registrar shall—

{a) accept;
(b) accept, subject to such amendments, modifications, conditions or
limitations, as he may deem fit;
(¢c) provisionally refuse; or
(d) refuse,
the application.

(3) The registrar shall advise an applicant for registration in writing within a
reasonable period from the date of the application of his decision in terms of
subsection (2).

(4) In the case of an acceptance in terms of subsection (2)(b) or arefusal in terms
of subsection (2)(d), the registrar shall. on application by the applicant in the
prescribed manner, state in writing the grounds for his decision.

(5) The registrar or the court, as the case may be, may at any time, whether
before or after acceptance of the application, correct any error in or in connection
with the application, or may permit the applicant to amend his application upon
such conditions as the registrar or the court, as the case may be, may think fit.

Advertisement of accepted application

17. When an application for registration of a trade mark has been accepted, the
applicant shall, as soon as may be after acceptance, cause the application as
accepted to be advertised in the prescribed manner.

Registration of parts of trade marks

18. (1) Where the proprietor of a trade mark claims to be entitled to the
exclusive use of any part thereof separately, he may apply to register the whole
and any such part as separate trade marks.

(2) Each such separate trade mark must satisfy all the requirements for
registration of a trade mark under this Act and shall for all purposes be a registered
trade mark.

Proposed use of trade mark by body corporate to be established

19. (1) No application for the registration of a trade mark in respect of any goods
or services shall be refused, nor shall acceptance thereof be withheld, on the
ground only that the applicant does not use or propose to use the trade mark, if
the registrar is satisfied that a body corporate is about to be established and that
the applicant intends to assign the trade mark to the body corporate with a view
to the use thereof in relation to those goods or services by the body corporate:
Provided that the trade mark shall only be registered once the registrar has been
placed in a position to register the assignment in terms of section 40 simulta-
neously with the registration of the trade mark.

(2) For the purposes of subsection (1)(a) of section 27 the intention referred to
in that subsection shall, in relation to a trade mark registered by virtue of
subsection (1) of this section, be an intention on the part of the applicant that the
trade mark be used by the body corporate concerned.
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Non-completed applications

20. (1) If, by reason of default on the part of the applicant, after acceptance of
the application, the registration of a trade mark has not been completed within six
months from the date of such acceptance, the registrar shall give notice of the
non-completion to the applicant, and, if at the expiration of two months from that 5
notice or of such further time as the registrar may allow, the registration is not
completed, the application shall be deemed to have been abandoned.

(2) If the application is refused or is conditionally accepted and the applicant,
having been advised of the registrar’s objection to the application, or of his
conditions for acceptance, fails to take such steps as are available to him under this 10
Act within three months of the date of such advice, or such further time as the
registrar may allow, the application shall be deemed to have been abandoned.

PART V

Opposition
Opposition to registration ' 15

21. Any interested person may, within three months from the date of the
advertisement of an application in terms of section 17 or within such further time
as the registrar may allow, oppose the application in the manner prescribed.

PART VI

R egistér of trade marks 20
Register

22. (1) There shall be kept at the trade marks office a register of trade marks,
in a form decided by the registrar, in which shall be entered the prescribed
particulars.

(2) The register kept under the repealed Act and existing at the commencement 25
of this Act shall be incorporated with and form part of the register kept under this
Act.

(3) The register shall comprise all trade marks which are registered or are
deemed to be registered under this Act.

(4) The register shall be open at all convenient times during office hours to 30
inspection by the public.

(5) A certified copy of an entry in the register shall be given to any person who
applies for such a copy in the prescribed manner.

Amendment of register

23. (1) The registrar may correct any error in the register made by an official of 35
his office.
(2) The registrar may, on request made in the prescribed manner by the
registered proprietor of a trade mark, amend or alter the register by—
(a) correcting any error in the name or address of the registered proprietor
of the trade mark or any error in the register relating to such trade mark; 40
(b) altering the name or address or address for service of the registered
proprietor who has changed his name or address or address for service;
(¢) cancelling the registration of the trade mark;
(d) deleting any goods or services or classes of goods or services from those
in respect of which the trade mark is registered; or 45
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(e) entering a disclaimer or memorandum relating to the trade mark which
does not in any way extend the rights given by the registration of the
trade mark.

(3) The registrar may, on request made in the prescribed manner by the
registered proprietor or a registered user of a trade mark, enter in the registerany 5
change in the name or address of such registered user.

General power to rectify entries in register

24. (1) In the event of non-insertion in or omission from the register of any

entry, or of an entry wrongly made in or wrongly remaining on the register, or of
any error or defect in any entry in the register, any interested person may apply 10
to the court or, at the option of the applicant and subject to the provisions of

, section 59, in the prescribed manner, to the registrar, for the desired relief, and

i thereupon the court or the registrar. as the case may be, may make such order for

b making, removing or varying the entry as it or he may deem fit.

'[ (2) The court or the registrar. as the case may be, may in any proceedings under 15

‘ this section decide any question that may be necessary or expedient to decide in

! connection with the rectification of the register.

(3) In the event of the registrar being satisfied that any entry relating to the

i registration, assignment or transmission of a trade mark has been secured mala

“fide or by misrepresentation or that any such entry was wrongly made or wrongly 20

remains on the register, he shall also have locus standi to apply to the court under

the provisions of this section.

i Alteration of registered trade mark

25. (1) The registered proprietor of a trade mark may apply in the prescribed
manner to the registrar for leave to add to or alter the trade mark in any manner 25
not substantially affecting the identity thereof, and the registrar may refuse leave
or may grant it on such terms and subject to such limitations as he may think fit.
| (2) (a) The registrar shall require the applicant to advertise the grant of the
application in the prescribed manner.

(b) Any interested person may, within three months from the date of the 30
advertisement or such further period as the registrar may allow, object in the
prescribed manner, to the grant of the application.

it Power to remove or vary registration for breach of condition

26. (1) Any interested person may apply for the removal from the register, or
b a variation, of a registered trade mark if its proprietor or any person permitted to 35
il use it in terms of section 38 fails to comply with any condition entered in the
register in relation to its registration.
i (2) Such application may be made to the court or to the registrar.
il (3) The registrar has locus standi to make such application to the court.
(4) The registrar or the court may make such order for removing or varying the 40
i registration of the trade mark as he or it may deem fit.

Removal from register on ground of non-use

27. (1) Subject to the provisions of sections 13 and 70(2), a registered trade mark
may, on application to the court. or, at the option of the applicant and subject to
the provisions of section 59 and in the prescribed manner, to the registrar by any 45
interested person, be removed from the register in respect of any of the goods or
services in respect of which it is registered, on the ground either—
(a) thatthe trade mark was registered without any bona fide intention on the
part of the applicant for registration that it should be used in relation to
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those goods or services by him or any person permitted to use the trade
mark as contemplated by section 38, and that there has in fact been no
bona fide use of the trade mark in relation to those goods or services by
any proprietor thereof or any person so permitted for the time being up
to the-date three months before the date of the application;

(b) that up to the date three months before the date of the appllcatlon a
continuous period of five years or longer has elapsed from the date of
issue of the certificate of registration during which the trade mark was
registered and during which there was no bona fide use thereof in
relation to those goods or services by any proprietor thereof or any
person permitted to use the trade mark as contemplated in section 38
during the period concerned; or

(c) subject to such notice as the court or the registrar, as the case may be,
shall direct, and subject to the provisions of the regulations, that, in the
case of a trade mark registered in the name of a body corporate, or in the
name of a natural person, such body corporate was dissolved, or such
natural person died, not less than two years prior to the date of the
application and that no application for registration of an assignment of
such trade mark has been made in terms of section 40.

(2) The registrar or the court may refuse an application made under paragraph
(c) of subsection (1) in relation to any goods or services if it is shown that the tra